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DETAILED ACTION 

Information Disclosure Statement 
The Information Disclosure statement filed 18 November 2004 is made of record. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims .1-5, 7, 9-14, 16 and 18-21 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Pecen et al. (US 6,631 ,259) in view of Bourdeaut et al. (US 

2004/0203775). 

As to claims 1 and 10, Pecen teaches a system comprising user equipment for 
use in an access network, the user equipment arranged to enable a plurality of access 
network applications to run (each mobile station in a GSM system identified for the 
capability of a dual transfer mode for simultaneous services or network applications, 
figure 1, column 2, line 38 to column 3, line 25), but is silent as to the user equipment 
comprising a user identification module to enable a plurality of access network 
applications. 

Bourdeaut teaches a GSM/UMTS dual mode mobile terminal that utilizes a user 
identification module in the form of an SIM/USIM card to identify to the local network, a 
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plurality of allowed circuit switched and packet switched services with respect to a 
plurality of second and third generation radio access networks, paragraphs 0018, 0023 
and 0046-0088. 

Since Bourdeaut directly teaches the application of the user identification module 
in the mobile terminal operating in a GSM/ UMTS system, it would have been obvious to 
one or ordinary skill in the art at the time of the invention to recognize in the GSM/ 
GPRS cellular system of Pecen the application of a SIM/ USIM card in the system of 
Bourdeaut to identify allowed services and mobile telephone capabilities that 
correspond to different radio access technologies. 

As to claims 2 and 1 1 with respect to claims 1 and 10, Pecen teaches the 
plurality of access network applications run in parallel (column 4, lines 33-51, a mobile 
station equipped to handle simultaneous circuit switched GSM voice and packet 
switched data transmission). 

As to claims 3 and 12 with respect to claims 1 and 10, Pecen of Pecen modified 
teaches the module is arranged to enable at least one core network application to run 
and wherein said module is arranged to enable said core network application to run in 
parallel with at least one of said plurality of access network applications (figure 1 , 
column 4, lines 33-51, GSM access network with voice call and data transmission from 
the packet data (1 14) or core network). 
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As to claims 4 and 13 with respect to claims 3 and 12, Pecen of Pecen modified 
teaches the user identification module is arranged to generate authentication data for 
the core network and the access network wherein the authentication data for the core 
network and for the access network is further arranged to be dependent on a common 
data set (column 2, line 60 to column 3, line 25, the SGSN (112) keeps track of the 
location of the mobile station and performs security functions and access control, 
access control dependent on determining if the mobile station is capable of operating in 
a dual transfer mode as identified by the user identification module). 

As to claims 5 and 14 with respect to claims 4 and 13, Pecen of Pecen modified 
teaches the common data set comprises data for use in encryption (column 2, line 60 to 
column 3, line 7, the SGSN performs security functions which inherently includes the 
use of encryption of the capability data of the mobile terminal). 

As to claim 7 with respect to claim 1 , Pecen teaches the access network 
comprises at lest one of a CDMA2000 network, a UMTS network, a IEE802.1 1 network, 
a DAMPS network, a AMPS network and a WCDMA network (figure 1, column 2, lines 
38-65, a GSM network). 

As to claim 9, Bourdeaut of Pecen modified teaches the module comprising a 
Universal Integrated Circuit Card (paragraph 0086, the allowed services list stored in a 
Subscriber Identity module/Universal Subscriber Identity Module (SIM/USIM) card). 
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As to claim 19, Pecen teaches a method for operating user equipment for use in 
an access network comprising the step of enabling a plurality of access network 
applications to run (figure 1, column 4, lines 33-51, simultaneous voice and data 
transmission in a mobile telephone capable of a dual transfer mode), but is silent as to 
the user equipment comprising a user identification module to enable a plurality of 
access network applications. 

Bourdeaut teaches a GSM/UMTS dual mode mobile terminal that utilizes a user 
identification module in the form of an SIM/USIM card to identify to the local network, a 
plurality of allowed circuit switched and packet switched services with respect to a 
plurality of second and third generation radio access networks, paragraphs 0018, 0023 
and 0046-0088. 

Since Bourdeaut directly teaches the application of the user identification module 
in the mobile terminal operating in a GSM/ UMTS system, it would have been obvious to 
one or ordinary skill in the art at the time of the invention to recognize in the GSM/ 
GPRS cellular system of Pecen the application of a SIM/ USIM card in the system of 
Bourdeaut to identify allowed services and mobile telephone capabilities that 
correspond to different radio access technologies. 

As to claim 20 with respect to claim 19, Pecen teaches the step of enabling a 
plurality of access network applications to run comprises: 
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Enabling a first access network application to run (column 3, lines 26-46, circuit- 
switched voice activity), 

Enabling a second access network application to run (column 4, lines 16-51), 
Wherein the first and second access network applications are enabled to run in 
parallel (column 4, lines 33-45, simultaneous voice and data transmission in dual 
transfer mode). 

As to claim 20 with respect to claim 19, Pecen teaches the step of enabling at 
least one core network application to run wherein the said step of enabling a plurality of 
access network applications and the step of enabling at least one core network to run 
are arranged to enable the at least one core network application to run in parallel with at 
least on of the plurality of access network applications (column 4, lines 33-51, enabling 
a dual transfer mode of a 3G type data transmission and voice communication). 

Claims 8 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pecen et al. (US 6,631,259) and Bourdeaut et al. (US 2004/0203775) in view of Ejzak 
(US 6,871,070). 

Pecen teaches a 3G wireless system comprising a circuit switched and packet 
switched data networks, figure 1 , column 2, lines 38-59 but does not teach an Internet 
Protocol multimedia subsystem (IMS). 

Ejzak teaches a 3GPP communication system including user equipment (111), 
radio access network (RAN), packet-switched domain (131), circuit-switched domain 
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(131) and IP Multimedia Subsystem (IMS) (141), figure 1, column 2, line 66 to column 3, 
line 35. Ejzak teaches the IMS is made available for mobile units using either circuit- 
switched or IP Multimedia call control procedures, figure 1, column 1, line 56 to column 
2, line 40. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to recognize the 3G system of Pecen to include the IP Multimedia Subsystem 
of Ejzak to provide internet-like functionality and services to mobile units along with 
voice and data services. 

Allowable Subject Matter 

Claims 6 and 15 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon but considered pertinent to 
applicant's disclosure includes: Sharman (USSIR H1641), Gupta et al. (US 6,567,667) 
and Pecen et al. (US 6,714,781). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blane J. Jackson whose telephone number is (571) 272- 
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7890. The examiner can normally be reached on Monday through Thursday, 7:30 AM- 
6:00 PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Urban can be reached on (571) 272-7899. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




